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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftspereon's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 5-12-06. 6-3-08 . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 20090918 



Application/Control Number: 1 0/567,91 8 Page 2 

Art Unit: 1794 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 3 , 4, 10 13, 17, 37, 38 and 39 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. It is not known when the 
process of claims 3 and 4 occur in step a. It is not known where the serum of claim 4 
comes from. In claims 10 and 13, it is not known when these steps occur. A broad 
range or limitation together with a narrow range or limitation that falls within the broad 
range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. See 
MPEP § 2173.05(c). Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as 
to where broad language is followed by "such as" and then narrow language. The 
Board stated that this can render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 
USPQ 481 (Bd. App. 1949). In the present instance, claims 17, 37 and 38 recite the 
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broad recitation "more preferably", and the claim also recites "more preferably" again 
which is the narrower statement of the range/limitation. 

In claim 39 it is not known what 'other portion" refers to. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-35, 37- 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kumazawa et al (20020043159) in view of Swanson et al. (4,343,817) and Brody 
(2003/0166866). 

Kumazawa et al. disclose a process of making an enhanced the yield of cheese 
by separating a cheese curd from the whey after a coagulating treatment, adding a 
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protein decomposing enzyme to the winey protein to make a partial hydrolysate and 
adding this to the material milk allowing transglutaminase to act on the mixture, 
coagulating the milk mixture with an enzyme to make a cheese curd (abstract). Claim 
1 differs from the reference in the step of dissolving the protein concentrate in a salt 
solution to form a liquid and blending the liquid with the serum to form a protein 
composition. The reference to Swanson et al. disclose combining dry calcium with 
calcium hydroxide to make a calcium caseinate (col. 3, lines 14-20, 29-59). It is 
assumed that there is liquid with the calcium hydroxide in order for the reaction to go 
forward. Therefore, it would have been obvious to dissolve the protein concentrate In a 
liquid salt mixture in the process of Kumazawa et al. for the function of combining 
protein concentrate (casein) with whey. (It is noted the this rejection is made using the 
Summary of the invention on page 3 of the specification as the claims are so involved, 
and seeming to contain 3 variations that they are hard to address). 

The dairy stream can be skim milk (0006) and can be pasteurized (0049 
Kumazawa et al.). 

Membrane concentration using ultrafiltration is a well known procedure in the 
cheese and milk area (claim 7) of Kumazawa et al. Para 0010 discloses concentration 
of whey and material milk by ultrafiltration. 

Adjusting the pH of a first portion to 4.5 to 4.8 is seen as being within the skill of 
the ordinary worker, and then reacting a portion of the dairy stream with an enzyme to 
make para-kappa casein is disclosed in 0006 of Kumazawa et al. Step 1 (b) ill of 
combining the portions then heating to form a protein concentrate and serum is 
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disclosed by Kumazawa et al. who add milk whey protein to material and subjects such 
to a coagulating treatment to make a cheese curd (abstract). Heat treating is a 
coagulating treatment which would have made a protein concentrate and a serum, as 
the mixture coagulates at that temperature, and whey is released. 

It is notoriously old to use an acid to adjust the pH of milk and certainly to use 
food safe acids such as hydrochloric or sulphuric acids. 

Acidification using a starter culture is also the way cheese is made as on page 4 
of the spec, first paragraph), and then adjusting the pH to 4.6 to effect coagulation is 
notoriously known. 

Paragraph 3, on page 4 further requires using an enzyme on kappa casein at 
very low temperatures. However, it would have been within the skill of the ordinary 
worker to use temperatures at which the enzymes will react, as this is just a case of 
adjusting the temperatures absent a showing to the contrary. 

Chymosin is a well known enzyme which is the same as rennin. Combining the 
dairy streams and heating at fairly low temperatures is seen as being within the skill of 
the ordinary worker since one must consider not deactivating the enzyme, but causing 
coagulation, which can make a protein concentrate from the heated dairy stream. 

Washing the protein concentrate with water, and adjusting the ph and milling are 
well known procedures with an obvious outcome. Mixing the protein concentrate in an 
alkaline salt solution has been disclosed above and the particular amount of monovalent 
cations is seen as being within the skill of the ordinary worker depending on the amount 
of alkalinity required. 
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Adjusting the protein levels by adding more protein is seen as being within the 
skill of the ordinary worker. Concentration of the serum into a protein rich stream is 
disclosed by Kumazawa et al. (0010). Kumazawa et al. disclose that it is known to 
remove excessive lactose (0007) and Brody disclose that the permeate contains 
lactose and minerals produced by UF (0053). Therefore, it would have been obvious 
remove lactose from a milk stream. 

Combining the various products from ultra-filtrating milk is seen as being within 
the skill of the ordinary worker as the reference to Brody discloses that whey protein 
concentrate with fat, water lactose or reduced amounts of each and such can be 
combined with dairy material, such as skim milk (0066 and 0067). Therefore, it would 
have been obvious to combine various protein concentrates to make combined milk 
products. 

Certainly, nothing new is seen in homogenization, or using a muitistate 
evaporation equipment or drying a product by spray drying as these processes are used 
often when making cheese. 

Therefore, it would have been obvious to use the method of Brody in the process 
of Kumazawa et al. to make a protein composition from a dairy stream. 

The composition as in claim 33 has been shown by the combined references as 
in claim 33, and would have had high concentrations of calcium since the milks are 
concentrated. The sodium concentration could also have been adjusted to a 
reasonable amount since this only amounts to adding salt, or ultra-filtering to that 
amount as in claim 34. 
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A powdered product is disclosed by Brody et al. in 01701 . Therefore, it would 
have been obvious to powder to composition of the combined references as in claim 35. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen F. Pratt whose telephone number is 571-272- 
1404. The examiner can normally be reached on Monday to Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Milton Cano. can be reached on 571-272-1398. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Helen F. Pratt/ 

Primary Examiner, Art Unit 1794 
Hp 9-18-09 



